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AUG 0 4 2005 Atty. Dkt. No. KOI-OOl 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



Applicant: Schwartz et al. 

Title; METHOD AND SYSTEM FOR 

AN EFFICIENT FUNDRAISING 
CAMPAIGN OVER A WIDE 
AREA NETWORK 

Appl. No.: 09/764,787 

Filing Date; Januaiy 17, 2001 

Examiner: T. D. Nguym 

Art Unit: 3629 



I benBby cecti^ that ttuTpapcryft bdhg ^csim^ bsomntb^tD Cbo 
tTnUed Statn Patent vta^fiwm^vmmi^ OffivCf Alcnradri^ 
^^rRlnlfl ca titft data 1 




(Delft of Deposit) 



TRANSMITTAL 

Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Sir; 

Transmitted herewith are the following in the above-identified application: 

1. Notice of Appeal from the Examiner to the Board of Patent ^peals and 
Interferences 

2. Pre-Appeal Brief Request for Review 

3. Statement in Support of Pre-Appeal Brief Request for Review 
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[ X ] Small Entity status under 37 C.F.R. § 1 .9 and § 1 .27 has been established by a previous 
ass^on of Small Entity status. 

[X] The fee required for additional claims is calculated below; 



Claims ^ctra 

As Previously Claims Additional 

Amended Paid For Present Rate Claims Fee 

Total Claims; 46 - 46 0 x $50.00 « $0.00 



Independent 4 - 4 = 0 x $200.00 = $0.00 

Claims: 

First presentation of any Multiple Dependent Claims; + $360.00 - $0.00 

CLAIMS FEE TOTAL = $000 



[ X ] Applicant hereby petitions for an extension of time under 37 C.F.R. §1 . 136(a) for the total 
number of monllis checked below; 



[ ] Ext^on for response filed within the first month: 


$120.00 


$0.00 


[ ] Extension for response filed within the second month: 


$450.00 


$0.00 


[ ] Extension fbr response filed within the third month: 


$1,020.00 


$0.00 


[ ] Extension for re^onse filed within the fijurth month: 


$1,590.00 


$0.00 


[ ] Extensionfbr response filed within the fifiib month: 


$2,160.00 


$0.00 


EXTENSION FEE TOTAL; 


$0.00 


[ ] Statutory Disclaimer Fee under 37 C.F.R. L20(d): 


$130.00 


$0.00 


[X] Notice of >^peal Fee 


$500.00 


$500.00 




PEE TOTAL: 


$500.00 


[ X ] Small Entity Fees Apply (subtract Vz of above): 


$250.00 




TOTAL FEE: 


$250.00 



[X J Please charge Deposit Account No. 50-1674 in the amount of $250.00. 



[ X ] The Commissioner is hereby authorized to charge any additional fees which may be 
required regarding this application under 37 C.F.IL §§ 1.16-1.17, or credit any 
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overpayment^ to Deposit Account No. 50-1674, Should no proper payment be enclosed 
herewith, as by a check bemg in the wrong amounti unsigned, post-dated, otherwise 
improper or informal or even entirely missing, the Commissioner is authorized to charge 
the unpaid amount to Deposit Account No. 50-1674. If any e?aensions of time are needed 
for timely acceptance of papers submitted herewith, applicant hereby petitions for such 
extension under 37 §M36 and authorizes payment of any such tensions fiaes to 
Deporit Account No. 50-1674. 

Please direct all correspondence to the undersigned attorney or agent at the address 



indicated below. 



Respectftilly submitted^ 




KINTERA, INC. 
Customer Number: 27309 
Telephone: (858)795^8915 
Facsinule: (858)795-3010 



SanjeevKDhand 
Attorney fot Applicant 
Registration No. 51,182 
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1 horeky carfiy that fhh corretpondenM Is boing <|6poBAod vttih tho 
Unttad $tatee Peetal Sotvreo vv!th eufficIdriT poetetge firel ctei«G m&il 
In an envG|»pA fiddndfia«d t» 'Mall Stop AF^ C«mmisBlonor fer 
Patents, P.a Box 1 460| Alexandib/^A 2231 450" 137 CPH i 


Application Numbor 
09/764,787 


Rifid 

01/17/2001 


FTrit NaTMd IhVflntor 








SCHWARTZ 








Alt Unit 






3629 


T.D. NGUYEN 



Doc Code: AP.PRE.ReQ " • protefitea (07-05) 

, U8.PatefttendTt^SrericOfflce;Ua»Afrf 
Uncterttw fapanwf^ Rstfuoten Ad of iBStt. no PMaona ere t&ai i^ to reagwid to a criladlon tf InTotnatlBn imiaaa It dlftpfawa valid QWgcorfrpI riurr|b6f. 



PREhAPPEAL BRIEF REQUEST FOR REVIEW 



DfiClcat Nunnber (OptlonaO 
KOl-OOl 



Applicant requests revfow of tha f^al rBjactian in the abova^ldantiried appHcattoni No amendmente are bslng filed 
with this request 



This request is being filed with a notice of appeal. 



The review is requested for the reasonCe) stated on the attached sheet{8). 
Note: No more than five (5) pages may be provided. 



lam Ihe 

I I applicflnt/lnvantor. 

n 



I 



saslgRee of mcoid of Ihft entiro tntc^Tcsl. 
See 37 CFR 3.71 . Stfitement under 37 CFR S.73(b) Is enclosed. 
(ForniPTaSBfiS) 



esg/mtn 
SANJEEV DHAND 



attormy or asant of record. 



51, 182 



Typed ^ printed n&fttt 

858-795-3000 



Tatophono nuirbar 



I I attorney or agdnfcoeSns under 37 CFR 1.34. 
R6^8ttatfonniinberiraciin0ijnd^a7CFRt34 ^ 



Date 



NOTE; eiffiatured of tti« inventprs or oee^eee of record of the entlra hterest or their repree«niat!vo&) are requlrsd. 
eubnrit miffipte feme tf more tnan one si^wtum id r&qiHred, see bate^. 



□ 



Totelof 



foim^ arc submftfod. 



TTiri6colMonorNiarTrallorf&ra(ijlrodt^S5U8.a 132. The mmallanb recalled to ooain or (^ajn a MnefttytnepUb&ow^ 
to pncfis^ 6n apf)(cc8l£on. oorfidentbR/ to governed b^ 8S U.€;C 122 end 37 til, 1.14 Qnd Tte coOBcUDn ts e^Kmated ts tale 12 mlnutce to 
connate, Including galheftng^ prapering^ and subm%ttn^ Time will wydependfrn upcn tho tncSwIdUHl ease Any 

convname an Utt amount of vmo you rcqi^ro to comi^ele thtefi»m and/6r auagasttofirxTeduoingtM ehotid bs eenlto the CNef Irf^TTnauan cfflgBf, 
ua P&tant and Tradamafk Ofiiea. US. t>3pejtment of Oommerea, p.a mt Aiexandna. VA 23819-14Sol DO KoT d£MD OR COMPLETED 
FQRMd TO T^e ADDRESS. 6^ TO! Mall Step AP, Commtraloner fbr Pafiefit;, P^. Boot 145^ Alaxsmfna, VA 22»1 M490^ 
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l/V THE UNITED STATES PATENT AND TRADEMARK OFHCE 
BEFORE THE BOARD OF PATENT APPEALS AND tNTERFEREmCES 




Applicant: 



Title: 



Appl. No.: 



RHngDate: January 17, 2001 
Exammer: T. D. Nguyen 
Art Unit: 3629 

STATEMENT TW SCTPORT OT PRtUAPPEAL BRIEF BEOTJEST IBGR REVIEW 

Mail Stop AF 
P.O. Box 1450 
Alexandria, VA 22313-1450 



>^pllcant re^ectfiilfy requestts review of the non-final rejection of olaiiDs 58-72, 



7S-94 and 97-107, of which claims 58, 82, 102 and 103 we independent. 

Rejectiwis unde r 35 U.S.C. 6 103 

In the Office Action, Claims 58-72, 75-94 and 97-102 were r^ected under 35 U.S.C. § 
103(a) as being unpatentable over U.S. Patent >^iriication Publication 2002/0049816 to Costin, 
IV et al. (hereinafter "Costirf') in view of the McBrearty article of December 1986 (her^nafter 
"McBiearty"X the Smith article ( hereinafter "Smitii'O and BT article (herdnafter "the BT 
article") or Leukaemia Busters artide (hereinafter "the Leukaemia article"). 



Sir: 
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The present invention relates to systems and methods for on-line, inter^ictive fimdraising. 
Certain embodiments of the invention allow for solicitors to register and facilitate fimdraising by 
directing potential donors, such as fiiends or f^Iy members^ to a personal donation page. In one 
embodiment, email messages are sent to potential donors with a link to the solicitor's personal 
donation page. The personal donation page is intended to encourage the potential donors to 
make a charitable contribution to the fimdraising c^Inp^igfl In some embodiments^ this is 
achieved by providbig the name of the solicitor along with the solicitor's personal campaign goal 
on the personal donation page. In this manner, fiiends and &mily are encouraged to donate and 
help the solicitor reach bis or her personal campaign goal. The potential donors are then directed 
to a personal donation page to make a charitable contribution. 

Thus, an email fi'om the solicitor, fi)r example, may include a link to the solicitor's 
personal donation page. The potential doncH' may follow the link to the personal donation page, 
firom where the potential donor may make the charitable contribution. This is ilhistrated in, fbr 
example. Figure 9 of U.S, Patent Application Serial No. 09/740,761 (hereinafter 'the '761 
Application"), which is incorporated by reference into the present application. This feature 
provides a substantial advantage: being solicited for a donation on the personal donation page of 
the solicitor (who is likely a friend or femily member), tiie potential donor is more likely to make a 
charitable contribution. Accordingly, independent claims 58, 82, and 102 each recite ''receiving a 
charitable contribution ... via the personal donation page." 

The Office Action makes clear that Costin does not teach making a donation *'via die 
personal donation page.*' See Office Action dated 07/06/2006, page 6. lines 4-5 and page 7, last 
3 lin^. The Office Action dtes MoBrearty as making obvious this feature of the present 
invention. However, McBrearty neither teaches nor suggests a personal donation page. 
McBrearty suggests making "th^-you calls" to donors or developing a relationship with key 
donors. This does not constitute a teaching or suggestion of the use of "a personal donation 
page^' to receive charitable contributions, as recited in the claims of the pr^ent application. 
Without the benefit of hindsight, it would be unreasonable to concUide that the teaching of 
McBrearty would cause one of skill in the art to modify tiie fundraishig campaign of Costin by 

^2- 
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adding a personal donation page, as sugge$ted in the OfBce Action, when McBrearty neither 
teaches nor suggests any such feature. 

Further, since McBreaily dates back to 1986, it does not relate to interactive fiindraising 
over a network. Thus» McBrearty neither contemplates nor discloses web-based fbndraising and 
the use of spedfic web pages, such as a personal donation page, to receive contributions. Thus, 
McBrearty &ils to teach or suggest at least this limitation of the independent daims 58, 82 and 
102. Bach of the other cited references also Ms to teach or suggest this limitation. 

In order to establish a prima facie case of obviousness, "the prior art reference (or 
references when conibined) must teach or suggest all the daim limitations." M.PJS.P. § 2142. 
Since the dted references M to teach or suggest at least one limitation of independent daims S8, 
82 and 102, those claims axe patentable. 

Objective Evidence of Nonobviousness 

As set fbrth in Graham v. John Deere, 383 U.S. 1 (1966), one of the ftctual inquiries to 
be considet^ in determining obviousness is evidence of secondary considerations, such as 
commerdal success, unp^qpected results, long-fMt need» &ilure of others, copymg by others, 
licensing, and skeptidsm of experts. M.P,B J. § 2141. Evidence of secondary considerations 
must be considered by tiie Examiner in determining the issue of obviousness. MJ.E.P. § 
716.01(a). 

In support of the nonobviousness of the daimed invention. Applicants have previously 
submitted with an amendment ffled on April 20, 2006^, an article fiom onphilantbropy.com 
describijig the Salvation Army's acdaim for and the success and unexpected results achieved with 
assignee Kintera's Triends Asking Friends" innovation, an embodiment of the pending daims: 

'Tn September of 2002, Kintera presented their online technology, including the 
Triends Asking Friends' innovation to Salvation Army staf^ who umnediatety 
recognized its potential .... The idea behind Ring2Help is that it allows a donor to 

-3- 
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become a 'Virtual Bdl Ringer.' It is this person's task to ask his or her fiiends and 
&iniiy members for a donation .... [T]he real success of the program was 
uncovered after studying the numbers, Specifically, 69% of the individual that 
contributed to the program were new donors to The Army. A quick look at these 
new donors shows that the program attracted an entirely new demographic to the 
organization." 

Thus, the article clearly establishes that this 'Hnnovation" was a "real success" that **was 
uncovered after studying the numbers," and "emphasize[s] that the fundraisers who sent out 
multiple emails to their fiiends and &mily had the most success." The evidence from an 
independent third party confirms the nonobviousness of the pr^ently claimed invention. 

The Examiner has argued that this submission is insufficient to overcome the 103 
rejections "because this program is similar or taught or appears to be similar to" Costin. 
However, as previously acknowledged by the Examiner, Costin &ils to teach or suggest 
''recaving a charitable contribution ... via the personal donation page.** The 'Triends Asking 
Friends" syst^ implemented by the Salvation Army Sta^ as an erobodnnent of the pending 
daims, included this feature. 

Alleged NffW Matter ifl CWm ?8 

The Office Action alleged the mtroduction of new matter in independent daim SS in 
reciting "updating, according to instructions form the donor, one or more virtual plaques 
displayed on one or more web pages , . . Applicant notes that support for this feature can be 
found m paragraph [0051] ofU.S. Patent Application Serial No, 09/740,761, filed December 12, 
2000, (the " '761 Application"), and incorporated by reference m paragraph [0004] of the present 
application. Specifically, the '761 Ajjplication discloses tiiat **a donor can edit the updated plaque 
and select particular words or language." Unis, the plaque is updated according to the donor's 
edits (or instructions). 
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Double Patenting JM^ction 

Claims 58-72, 75-94 and 97-107 were provisionafly rejected under the judicially created 
doctrine of obviousness-type double patenting as being unpatentable over claims 1-1 14 of 
copending Application No. 09/740,761. If necessary. Applicant will file a terminal disclaimer 
upon allowance of any claims in the pending application. 



Independent claims 58, 82 and 102 each recite a feature which is not suggested or taught 
by any prior art reference cited by the Examiner. Accordingly, those claims are patentable. 
Claims S9-72, 75-81, 83-94, and 97-101 depend ftom these independent claims are patentable at 
least fbr their dependency from the allowable claims. 

Additionally, clwm 103, which has not been rejected twice and is not subject to an appeal, 
also recites the same feature. Accorduigly, dahn 103 is also patentable, Claims 104-107 depend 
fiom allowable daim 103 and are, therefore^ patentable for at least that reason. 



CONCLUSION 



Respect&Uy submitted, 




KINTERA, INC. 
Customer Number: 27309 
Telephone: (858)795-8915 
Facsimile: (858) 795-3010 



SanjeevK. Dhand 
Attorney fbr ^plicant 
R^strationNo. 51,182 
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